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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 23 AuQust 2004 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 19-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 79:21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
bM All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. M Certified copies of the priority documents have been received in Application No. 08/544.408 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary {PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PT0.948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademart< Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 2005071 1 



Application/Control Number: 09/966,269 Page 2 

Art Unit: 1711 

Response to Amendments 
Applicant has submitted amendments to the specification to replace the lines that were 
unclear because of hole punches at the top margins of the pages. The requirement to submit a substitute 
specification excluding the claims pursuant to 37 CFR 1.125(a) is hereby withdrawn. 

The amendments to claims 19-21 have corrected the "°C" notations and have replaced "the 
mixture" in claim 19 with "said low molecular weight compound". However, the amendments do not 
address the issue of the use of the phrase "higher than at least. . . " in claims 19 and 20. 

Response to Arguments 
Applicant argues that there is no suggestion to combine the teachings of Coady et al and 
Newell et al. This argument is not persuasive. The compositions disclosed by Coady et al and Newell et al 
are considered to be analogous art because the components of the disclosed con:5)ositions are analogous 
acrylated ur ethane/ acrylate monomer conqjositions disclosed to be radiation curable. The difference is 
that Coady et al disclose UV irradiation, while Newell et al disclose UV irradiation or electron beam 
irradiation for curing the compositions. It is the examiner's position that one of ordinary skill in the art at 
the time of the invention would have been motivated to enploy electron beam irradiation in the absence 
of a photoinitiator, as taught by Newell et al, instead of UV irradiation in the presence of a photoinitiator, 
as taught by Coady et al, by a reasonable expectation that the conpositions would cure successfully by 
irradiation with electron beam since corrpositions coirprising analogous components are disclosed to be 
curable by electron beam irradiation or UV irradiation by Newell et al. Since the process steps taught by 
combination of the teachings of the references are as instantly claimed and the con:5)ositions eTr5)loyed 
are also the same, cured films produced therefrom would be expected to have the same shape memorizing 
properties, in the absence of evidence to the contrary. In response to appKcanf s argument that the 
examiner's conclusion of obviousness is based upon irrproper hindsight reasoning, it must be recognized 
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that any judgment on obviousness is in a sense necessarily a reconstruction based upon hindsight 
reasoning. But so long as it takes into accoimt only knowledge which was within the level of ordinary 
skill at the time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA 1971). 

AppUcant argues that Hodakowski does not mention that the disclosed process results in a cured 
film having the memory of a specified shape. This argument is not persuasive for the following reasons. 
The rejection of the claims is based on the disclosure of Hodakowski of the process steps set forth in the 
instant claims enployed iising conpositions conprising conponents within the definitions set forth in the 
instant claims. Since the process steps are as instantly claimed and the conpositions employed are also 
the same, cured films produced therefrom would be expected to have the same shape memorizing 
properties, in the absence of evidence to the contrary. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 19 and 20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appKcant regards as the 
invention. In claim 19, hne 8, the phrase "higher than at least 90 °C" is indefinite because it is not clear 
whether the Tg is "at least 90 °C-' or "higher than 90 ^C". In claim 20, line 8, the phrase "higher than 90 
is not supported by the disclosure because on page 2 the instant specification sets forth a Tg "of at 
least 90 V'. 
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Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - . 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this coxintry, more than one year prior to the date of appUcation for patent in the United States. 

The following is a quotation of 35 US.C. 103(a) which fonns the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 19-20 are rejected under 35 U.S.C. 103(a) as being impatentable over Coady et al 
(4,608,409) in view of Newell et al (4,508,916). Coady et al disclose a process of coating an optical glass 
fiber with a conposition and curing the composition with ultraviolet light. The Exan^jle teaches coating a 
glass plate, curing the coating conposition and stripping the cured film fi-om the glass plate. The 
con:5)osition en5)loyed conprises a polyacrylate-terminated polyurethane mixed with liquid acrylate- 
fimctional materials. High Tg acrylates, such as N-vinylpyrrohdone, isobomyl acrylate, dicyclopentenyl 
acrylate and acryhc acid, may be added (column 5, lines 13-22). A low Tg acrylate is added to confer 
softness and to adjust the viscosity of the con5)osition. A linear aliphatic diacrylate may also be added 
Coady et al do not mention the Tg of the urethane acrylate but do discuss the tensile modulus of the cured 
films, which is closely related to Tg, as stated in the instant specification on page 10. Thus, it is believed 
that the polyacrylate-terminated urethanes disclosed would have a Tg higher than 90 °C. See Coady et al, 
column 6, lines 34-42. Coady et al do not mention whether the film produced would have the memory of 
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a specified shape. Newell et al disclose analogous compositions conprising urethane acrylates and diluent 
monomers (column 10, lines 29-60). The_urethane acrylates are curable by UV radiation or by electron 
beam irradiation in the absence of an initiator (column 1, lines 38-49). 

It would have been obvious to one skilled in the art to omit the photoinitiator from the 
conpositions disclosed by Coady et al and to use electron beam irradiation instead of UV irradiation to 
cure the coii5)ositions, as taught by Newell et al for the curing of analogous acrylated urethane/ acrylate 
monomer conpositions. One of ordinary skill in the art at the time of the invention would have been 
motivated to enploy electron beam irradiation instead of UV irradiation by a reasonable expectation that 
the conpositions would cure successfully by irradiation with electron beam since the conponents of the 
disclosed con5)ositions are known to be curable by electron beam irradiation. 

Coady et al disclose a process of coating a shaped material (optical glass fiber or glass plate) with 
a urethane acrylate/acrylate monomer coirposition, curing the con:5)osition using UV light and stripping 
the cured film from the shaped material it was coated onto. The glass plate or glass fiber disclosed by 
Coady et al meets the requirement for a "shaped part" in the instant claims. The composition apphed and 
cured film obtained would be expected to take the shape of the plate or fiber. With respect to the rejection 
set forth above of the instant claims, it is noted that the phrase "for making a cured film having the 
memory of a specified shape" is a statement of an intended future property of the product resulting from 
the process set forth in the claims. Since the coii5)ositions described by Coady et al conprise conponents 
within the definitions of the conpositions set forth in the instant claims, the cured conpositions disclosed 
by Coady et al would be ejected to have the same property of having "memory of a specified shape", as 
set forth in the instant claims. There is no conparative showing of record that establishes that the process 
disclosed by Coady et al in combination with Newell et al does not provide shape memory to the products 
obtained and that the process enployed by apphcant does. In the absence of such a showing, it is the 
examiner's position that the process steps and compositions taught in the cited references woiild be 
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expected to provide shape memory properties. Note In re Best 562 F. 2d775, 195 USPQ 433 (CCPA 
1977). Therefore, the prima facie case can be rebutted by evidence showing that the prior art products do 
not necessarily possess the characteristics of the claimed product. Furthermore, applicant, on page 4, lines 
3-10, of the instant specification sets forth that ultraviolet curing in the presence of photos ensitizers, as 
well as electron beam curing, also results in curing the disclosed resin coirpositions and providing shape 
memorizing properties. 

Claims 19-21 are rejected under 35 U.S.C. 102(b) as anticipated by or, alternatively, under 35 
U.S.C. 103(a) as being unpatentable over Hodakowski (4,116,786). Hodakowski discloses a process of 
applying a coirposition to a substrate, curing the conposition by ionizing or non-ionizing radiation and 
removing the cured con:5)osition from the substrate. See column 6, lines 52-55, colxunn 7, line 56, to 
column 8, line 8, and the Examples. The substrate has a shape and is, therefore, a "shaped part", as 
required in the instant claims. The conposition conprises an acrylate-capped poly ether urethane, a low 
molecular weight polyfimctional acrylate and a monofimctional acrylate. The poly functional acrylate 
disclosed by Hodakowski can be an adduct of isophorone diisocyanate or toluene diisocyanate and 
hydroxy ethyl acrylate (column 4, lines 61-68), as set forth in instant claim 21. The Tg value of the 
acrylated polyether urethane is not mentioned 

The instantly claimed process is anticipated by the disclosure of Hodakowski wherein the 
urethane acrylate oligomer disclosed by Hodakowski has a Tg value lower than 50 ° C after 
homopolymerization and the low molecular weight coir5)ound, such as cyclohexyl acrylate or isobomyl 
acrylate, has a Tg value higher than or at least 90 ° C after homopolymerization and the cured film 
produced from the corrposition has the memory of a specified shape. With respect to the rejection set 
forth above of the instant claims, it is noted that the phrase "for making a cured film having the memory 
of a specified shape" is a statement of an intended future property of the product resulting from the 
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process set forth in the claims. Since the coit5)ositions described by Hodakowski coirprise coirponents 
within the definitions of the cortpositions set forth in the instant claims, the cured coirqjositions disclosed 
by Hodakowski obtained by the process steps disclosed by Hodakowski and corresponding to those set 
forth in the instant claims would be expected to have the same property of having "memory of a specified 
shape", as set forth in the instant claims. There is no conparative showing of record that establishes that 
the process disclosed by Hodakowski et al does not provide shape memory to the products obtained and 
that the process employed by applicant does. In the absence of such a showing, it is the examiner's 
position that the process steps and conpositions taught in the cited references would be expected to 
provide shape memory properties. 

The burden is hereby shifted to appUcant to establish by effective argument and/or objective 
evidence that the prior art product(s) or process(es) do not necessarily possess the characteristics of the 
claimed products or processes. Note In re Fitzgerald 205 USPQ 594 (CCPA 1980). The reference 
discloses all the limitations of the claim(s) except a property or function and the examiner cannot 
determine whether or not the reference inherently possesses properties or functions which anticipate the 
claimed invention. See MPEP 21 12-21 12.02. Note In re Spada. 91 1 F. 2d 705, 709, 15 UPQ2d 1655, 
1658 (Fed. Cir, 1990), "When the PTO shows a sound basis for believing that the products of the 
applicant and the prior art are the same, the applicant has the burden of showing that they are not". 

Conclusion 

THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time policy as set 
forthin37CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS fiom 
the mailing date of this action. In the event a first reply is filed witiiin TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
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shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier commimications from the examiner should 
be directed to Susan W Berman whose telephone nxmiber is 571 272 1067. The examiner can normally 
be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, James 
Seidleck can be reached on 571 272 1078. The fax phone number for the organization where this 
apphcation or proceeding is assigned is ????. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published apphcations may be obtained 
from either Private PAIR or Public PAIR. Status information for impublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). j><^Ll.,2.-*^^ 
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